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DETAILED ACTION 

Pending Claims 

Claims 1-12, 14-38, 42-56, 58, 59, and 61 are pending. 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on November 6, 2008 has been entered. 

Response to Amendment 

2. The previous objection to claims 9-12, 15, 58, 59, and 61 has been overcome by 
amendment. 

3. The rejection of claims 1-7, 9, 14-18, 21-24, 26, 27, 29-34, 36, 37, 42, 43, 45-48, 52, 53, 
55, 58, 59, and 61 under 35 U.S.C. 103(a) as being unpatentable over Hartman et al. (US Pat. 
No. 6,068,885) has been overcome by amendment. 

4. The rejection of claims 8, 10, 28, and 49 under 35 U.S.C. 103(a) as being unpatentable 
over Hartman et al. (US Pat. No. 6,068,885) in light of McLean et al. (US Pat. No. 4,480,082) 
has been overcome by amendment. 
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5. The rejection of claims 1 1 and 50 under 35 U.S.C. 103(a) as being unpatentable over 
Hartman et al. (US Pat. No. 6,068,885) in light of Golding et al. (US Pat. No. 4,916,020) has 
been overcome by amendment. 

6. The rejection of claims 12, 5 1, and 56 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hartman et al. (US Pat. No. 6,068,885) in light of McLean et al. (US Pat. No. 
4,480,082) and Golding et al. (US Pat. No. 4,916,020) has been overcome by amendment. 



Response to Arguments 

7. Applicant's arguments, see the first paragraph of the remarks, filed November 6, 2008, 
(in concert with the declaration filed November 6, 2008) with respect to the amide/imidazoline 
have been fully considered and are persuasive. The rejection of claims 14, 30, and 35 under 35 
U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention, has been withdrawn. 

8. Applicant's arguments, see the second paragraph of the remarks, filed November 6, 2008, 
(in concert with the declaration filed November 6, 2008) with respect to the mixed viscosity have 
been fully considered and are persuasive. The rejection of claims 1-8, 14, 16-35, 55, and 56 
under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to particularly point out 
and distinctly claim the subject matter which applicant regards as the invention, has been 
withdrawn. 



Claim Rejections - 35 USC § 112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

10. Claims 24, 25, 36-38, 42-54 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 24 features: about 5 to about 30% by weight of resin component, diglycidyl ether 
and about 5 to about 20% by weight of resin component, glycidyl ether. This limitation limits 
the composition of claim 23 (which goes back to claim 17) featuring about 10 to about 30% by 
weight of the resin component, of a diluent. When claim 24 features about 30% diglycidyl ether, 
the total amount of diluent (adding about 5 to about 20% by weight glycidyl ether), exceeds the 
previously recited range of about 10 to about 30% by weight of the resin component, of a 
diluent. Hence, the scope of the claim 24 is indefinite. Claim 25 is rejected because it is 
dependent from claim 24. 

Claim 36 features similar discrepancy. The resin component features about 70 to about 
90% by weight of resin component, of an epoxy resin. This leaves maximum of about 10 to 
about 30% by weight of additional materials; however, the claim further includes about 5 to 
about 30% by weight of resin component, a difunctional reactive diluent and about 5 to about 
20% by weight of resin component, a monofunctional reactive diluent. When claim 36 features 
about 30% difunctional reactive diluent, the total amount of diluent (adding about 5 to about 
10% by weight monofunctional reactive diluent), exceeds the available amount of about 10 to 
about 30% by weight of the resin component. Hence, the scope of the claim 36 is indefinite. 
Claims 37, 38, and 42-54 are rejected because they are dependent from claim 36. 

Furthermore, claim 43 features a similar discrepancy. 
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The rejection of claim 24 can be overcome with the following language: about 5 to about 
20% by weight of resin component, diglycidyl ether and about 5 to about 20% by weight of resin 
component, glycidyl ether. 

The rejection of claim 36 can be overcome with the following language: about 5 to about 
20% by weight of resin component, a difunctional reactive diluent and about 5 to about 20% by 
weight of resin component, a monofunctional reactive diluent. 

The rejection of claim 43 can be overcome with the following language: about 5 to about 
20% by weight of resin component, diglycidyl ether and about 5 to about 10% by weight of resin 
component, glycidyl ether. 

Claim Objections 

1 1 . Claims 53 and 54 are objected to because of the following informalities: for consistency, 
claim 53 should feature the following language: the resin component comprises: about 70 to 
about 90% by weight of resin component of an epoxy resin selected from bisphenol A, bisphenol 
F, or combinations thereof; about 5 to about 20% by weight of resin component of a difunctional 
reactant diluent, wherein the difunctional reactive diluent is diglycidyl ether; about 5 to about 
10% by weight of resin component of a monofunctional reactive diluent, wherein the 
monofunctional reactive diluent is glycidyl ether. Claim 54 is objected to because it is dependent 
from claim 53. 

Appropriate correction is required. 
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Claim interpretation 

12. In the pending claims, the recitation "infiltrant, " has been given little patentable weight 
because the recitation occurs in the preamble. A preamble is generally not accorded patentable 
weight where it merely recites the purpose of a process or the intended use of a structure, and 
where the body of the claim does not depend on the preamble for completeness but, instead, the 
process steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) mdKropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 
1951). 

In the instant case, the preamble merely recites the intended use of the composition, 
wherein the prior art can meet this future limitation by merely being capable of such intended 
use. 

Claim Rejections - 35 USC § 103 

13. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

14. Claims 9, 1 1, 15, 58, 59, and 61 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Whiting et al. (Us Pat. No. 3,980,604) in view of Hartman et al. (US Pat. No. 
6,068,885). 

Resardins claims 9, 58, 59, and 61 , Whiting et al. disclose: (58) a two component 
composition (column 3, lines 42-46: mixing at the time of use) comprising: a resin component 
(column 2, line 29 through column 3, line 6); and about 15 to 35 parts of reactive diluent per 100 
parts of resin (column 3, lines 1-3), wherein the reactive diluent is selected from materials 
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including difunctional reactive diluents and monofunctional reactive diluents (column 2, lines 
58-61); and a hardener component comprising: an amine selected from see claim for list (column 
3, lines 18-41); and optionally an amide selected from polyamides and mixtures thereof (optional 
material not required); 

(59) wherein the epoxy resin is selected from bisphenol A, bisphenol F, or combinations 
thereof (column 2, lines 29-42); 

(61) wherein the amine is an unmodified aliphatic amine (column 3, lines 18-41); and (9) 
wherein the amine is a polyamine (column 3, lines 18-41). 

Whiting et al. use their composition to treat concrete, brick, and like materials (see 
Abstract). They employ about 15 to 35 parts of reactive diluent per 100 parts of resin, wherein 
the reactive diluent is selected from materials including difunctional epoxy diluents and 
monofunctional epoxy diluents. However, they fail to disclose: the use of about 5 to about 30% 
by weight of a difunctional reactive diluent and about 5 to about 10% by weight of 
monofunctional reactive diluent. The instant invention features a ratio of di:mono of from 1 :2 to 
6:1. 

Hartman et al. disclose a similar composition (see Abstract; column 3, line 9 through 
column 4, line 56), which is also used for treating concrete materials (see Abstract). Hartman et 
al. disclose that a diverse reactive diluent is advantageous for this type of system, wherein 
diepoxide reactive diluents and monoepoxide reactive diluents are provided in a ratio of 
(di:mono) of from 3.5:1 to 9:1. This ratio obviously overlaps the ratio of the instant invention. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to provide the instantly claimed reactive diluent in the composition of Whiting et al. 
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because: (a) Whiting et al. use their composition to treat concrete, brick, and like materials; (b) 
Whiting et al. employ about 15 to 35 parts of reactive diluent per 100 parts of resin, wherein the 
reactive diluent is selected from materials including difunctional epoxy diluents and 
monofunctional epoxy diluents; (c) Hartman et al. disclose a similar composition used for 
treating concrete materials; (d) Hartman et al. disclose that a diverse reactive diluent is 
advantageous for this type of system, wherein diepoxide reactive diluents and monoepoxide 
reactive diluents are provided in a ratio of (di:mono) of from 3.5:1 to 9:1; and (e) the ratio of 
Hartman et al. obviously overlaps the ratio of the instant invention. 

Regarding claims 11 and 15 , these limitations are not required because: (11) the scope of 
the amine is open to the entire list set forth in claim 61; and (15) the amide is an optional 
material. Accordingly, these limitations are obviously satisfied for the reasons set forth above. 

Allowable Subject Matter 

15. Claims 1-8, 14, 16-23, 26-35, 55, and 56 are allowed. 

16. Claims 10 and 12 objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

17. Claims 36-38, 42, and 45-54 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

18. Claims 24, 25, 43, and 44 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 
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Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Feely whose telephone number is (571)272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael J Feely/ 

Primary Examiner, Art Unit 1796 



November 21, 2008 



